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Proctor v, Bayley and Son.

[Feb. 20, 1889.

Ix THE CHANCERY OF THE COUNTY PALATINE OF LANCASTER
MANCHESTER DISTRICT.

Before VICE-CHANCELLOR BRISTOWE.

16th and 22nd November 1888.

PROCTOR v. BAYLEY and SON. 5

Patent. - Infrinqemeni.c-Icxperimenial user. - Discontinuance of user.
Possession of infringing machines.c-Iiemoual of infringing machines before
action.-Injunction in aid of legal right.-Jurisd~·ction of Palatine Court.

The Plaintiff, the owner of a patent, the validity ofwhich had been established
in a previous action, brought an action against the Defendant claiming an in- 10
junction and damaqes in respect of a previous user by the Defendant of certain
infrinqinq machines in his ioorks. The machines had been put up on trial, and,
proving urisuccessful, had been taken doum five years, and removed from the
Defendant's premises three years' before the commencement of the action.

The Defendant denied purchase or user of infringing machines, and, in the 15
alternative, pleaded that his user of them ioas experimental, that it had long been
discontinued, and that no threat or intention on his part to use infringing
machines had been alleged or proved.

Held (1) that the Defendant had used machines ioliicb were an infringement
of the Plaintiff's invention and to an extent arnounting to more than an 20
experimental user; (2) that the Plaintiff uias entitled to an injunction in aid
of his legal right.

On the 3rd of June 1875, Letters Patent, No. 2047, of J875, were granted to the
Plaintiff, James Proctor, for" an improved self-acting apparatus for supplying
" fuel to boiler and other furnaces." 25

In a previous action of Proctor v. Bennis (reported ante Vol. IV. p. 333) the
validity of the Plaintiff's patent was established, and it was held that Bennis
had infringed it in the making, using, and vending of certain machines in
respect of which an injunction was granted in the month of February 1887, the
Order being affirmed on appeal in the following August. 30

According to the evidence given in the present action, Bennis, in the year
1882, obtained leave from the Defendant, carrying on business as Bayley and
Son, to put up certain of his infringing machines on the terms that they were
10 be paid for only if successful. Four of these machines were supplied on
these terms, and were fixed to the Defendant's furnaces, but, owing to their being 35
unsatisfactory, and becoming worn out, their use was discontinued after a few
months, and various applications were made by the Defendant to Bennis, to
remove them from his yard, where they were placed after being taken from the
furnaces. It was not, however, until the beginning of the year 1885 that the
machines were actually removed from the Defendant's premises. 40

Shortly after the decision in Proctor v. Bennis, the Plaintiff's solicitor applied
to the Defendant, on the 2nd of March 1887, by circular, demanding payment of
royalty in respect of machines used by him in infringement of the Plaintiff's
patent, in reply to which the Defendant, on the 9th of March, wrote a letter (which
is set out in the judgment), saying that he was neither using or intending to use 4:5
any such machines.

After the hearing of the appeal in Proctor v. Bennis, the Plaintiff applied to
the Defendant, on the 11th of August 1887, by a further circular, stating the
result of the appeal and making a renewed demand for payment of royalty, the
Defendant's reply to which, and also further correspondence which took place 50
between the parties and their Solicitors, sufficiently appear in the judgment.

The Defendant refusing to pay any royalty, the Plaintiff commenced the
present action, alleging infringement by the purchase and user of infringing
machines, and claiming an injunction and an account ~ of profits or damages:
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by the Particulars of Breaches reliance was placed on the user by the Defendant
of the machines before-mentioned.

By the defence the validity of the Plaintiff's patent was admitted, but the
Defendant denied that he purchased or used any infringing machines, and,

5 in the alternative,said that, if he had ever used any such machines, such user
'was ill ignorance of the Plaintiff's patent, and for experiment only, and did not
amount to an infringement; and, further, that such user had been discontinued
long prior to the action, as the Plaintiff knew, and that the Defendant had never
threatened or intended, and did not threaten or inten.d, to use any infringing

io apparatus.
Maberly and Hopkinson (instructed by A. Macdonald Blair) appeared for

the Plaintiff.
Rotch and Staffurth (instructed by Hall, Son, and Lord) appeared for the

Defendant.
15 For the Plaintiff it was contended that the Defendant could not rely upon

ignorance as a defence. Upman v. Forrester, L.R. 24, Oh. D. 231, Witman v,
Oppenheim, L.R. 27, Oh. D. 260: that his possession of the machines amounted
to user, Adair v, Y'ouriq, L.R. 12, Oh. D. 13: that the Defendant's user was
not such an experimental user as to free him from liability, Frearson v. Loe,

20 L.R. 9, Oh. D. 48; United Telephone Co. v. Sharples, 2 R.P.O. 28, and that it
would have been maintained if the machines had proved satisfactory.

On the question of the Plaintiff's right to an injunction, it was argued that a
patentee is not bound to rest upon the Defendant's assurance that he will not
repeat the user. Upmann v. Forrester (ubi sup); Geary v, Norton, 1, De Gea:

25 and Smale, 9; Nun»: v. Albuquerque, 34, Beav. 595 ; Fradella v, Weller, 2 Russ.
and My. 247; that in the present case the Defendant had not only made no offer,
but had asserted that he had never been in the wrong.

On the part of the Defendant it was contended that, he having had no machines
in his possession for three years prior to the commencement of the action, and

30 not having threatened or intended further user, the Plaintiff's remedy, if any,
was at Oommon Law for damages or an account of profits, and that the Palatine
Oourt, being a Oourt of Equity alone, could not direct an account if no case for
an injunction were made out. Bally v. Taylor, 1, Russ. and My., 73; Smith
v: London and South Weslel'"n Railway 00" Kay, 408; Price's Patent Candle Co.

35 v. Bauwen's Patent Candle Co.,4 K & J. 727 ; Davenport v, Rylands, L.R. 1,
Eq. 302; Betts v, Galla/is, L.R. 10, Eq. 392; Ferg1lison v. Wilson, L.R. 2,
Oh. App. 77; Stannard v. Vestry of St. Giles, L.R. 20, Oh. D. 190.

Maberley, in reply, contended that the correspondence and pleadings amounted
to a denial of infringement, and that no threat on the part of the Defendant to

40 continue his user need be shown in order to entitle the Plaintiff to an injunction:
the injunction would be awarded in aid of the Paintiff's legal right. Millington
v. Fox, 3, Myl & Criag, 338; Cooper v, Whittingham, L.R. 15, Oh. D. 501 : in
patent cases injunctions are "granted more readily than in cases of ordinary
damage to property where the act is completed and the power of repetition does

45 not usually exist.
BRISTOWE, V.C.-This case is one of considerable importance; and I regret,

in one sense, that the large amount of cost which has been incurred is so very
disproportionate to the amount that might have settled the matter if the case
had been met by a small payment. However, that has been declined, and I

50 have to deal with the parties according to their strict legal rights.
The Plaintiff, Mr. Proctor, is the owner of and entitled to certain privileges

under Letters Patent dated the 3rd June 1875, No. 2047, for improved -self
acting apparatus for supplying fuel to boiler and other furnaces. For
convenience sake I think we may call them mechanical or automatic stokers;

55 and the test of whether that patent was or was not a good patent was tried
before me, and afterwards before the Court of Appeal, in the action brought by
Mr. Proctor against a Mr. Bennis, who was alleged to have infringed the patent
of the Plaintiff. I held, and the Court of Appeal affirmed my decision, that the
patent was a good patent, and that it was infringed by Mr. Bennis in the
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making, using, and vending of certain other mechanical or automatic stokers,
which, in fact, either were exactly the same, or so slightly and colourably
different from the Plaintiff's that the Plaintiff was entitled to an injunction
against Bennis as an infringer, and to have the costs of the action.

I should say that my judgment was given in the month of February 1887, 5
and the judgment of the Court of Appeal was given in the month of August
1887. Up to that time it might have been considered possible, indeed there
was a very long argument before me that it was so, that Bennis's constructions
and arrangements were not in fact an infringement of Mr. Proctor's; but after
the month of August 1887, I think it must be taken as clear beyond all question, 10
there having been no appeal' to the House of Lords threatened or intended, that
two propositions were clearly established-first, that the Plaintiff's patent was
a good patent; and, secondly, that Bennis's was a clear infringement of the
patent right.

In this particular case the circumstances are that the Plaintiff, Mr. Proctor, 15
alleges that Messrs. Bayley and Son, who carryon business at Stalybridge,
have, prior to the date of the trial, namely, some years ago in 1882, according to
paragraph 2 of the statement of claim, in infringement of the Plaintiff's Letters
Patent, purchased and used certain apparatus constructed according to the
arrangements of Mr. Bennis, which in fact were and are infringements of the 20
Plaintiff's Specification and patent. I think, according to the evidence, it must
be taken now as established that the Defendants, Messrs. Bayley and Son, did
not in fact purchase at all fro In Mr. Bennis, but that what took place was that
Mr. Bennis, being anxious to push his wares and his goods, obtained leave from
Messrs. Bayley and Son to put up certain of his automatic stokers to the 25
furnaces of Messrs. Bayley and Son, and if they were successful they were to
be paid for, and, if not successful it was to be a case of no cure no pay. I think
that is the result of the evidence on that point. But the evidence clearly shows
that four of these automatic stokers were supplied, and I should say that they
were double ones, that is to say, suitable for double fiued boilers. They were 30
supplied in the month of August 1882 to the Defendants, Messrs. Bayley and
Son, in this way. Messrs. Spencer were the makers of the things that were
supplied and used by Bennis and his customers. Spencers, being the manu
facturers of the particular article, did manufacture four of these automatic
stokers, and did manufacture them for Bennis, and Bennis, through his agent 35
or traveller-I do not know exactly what he was-Mr. Rowley, did arrange with
Bayleys that these particular stokers were to be fixed at their works. It is
beyond all question from the evidence of Mr. Jones, who was the manager at
Spencer's works, that first one went, and then three others went. 'I'hey all
went within a very short time after the month of A ugust, or in the month of 40
A.ugust lR82, and they were all fixed to the Defendant's furnaces, and were so
fixed that they were in fact usable and were used as automatic stokers for firing
the furnaces. Now, the allegation about the purchase is to my mind not a
material one, because although that was not proved, the other allegation, namely,
"and used," is in my judgment sufficiently proved. I think it would be 45
impossible to say that these mechanical arrangements or automatic stokers, when
fixed to boilers, and not one but four, and those four double ones, were not
fixed for the purpose of being used in and about the actual work required at
Messrs. Bayley and Son's works; and I think that that was clearly such a user
as to fall within the meaning of the Patent Act, and that the user by the 50
Defendants of those four automatic stokers during the period which, according
to the evidence, varies from six months to nine months-I think one might
take the mean between the two and say it was seven months-was a continuous
user, that the mechanical apparatus was in daily use, and, according to the
evidence given to-day by the witness Mr. Byrom, they were so much used that 55
in fact they were burnt out; they were exhausted and completely worn out.
That, as I have said, was a user during, say, seven months, and that user was
certainly a user to this extent-that it would operate to prevent the necessity .
of hand-firing during the period when they were used, and that to a large or to
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some extent. The evidence has not proved to what extent, though it was
alleged that you might 'use an automatic stoker and at the same time hand-fire
to a certain extent; but, at all events, the automatic stokers were used for
seven months. .

5 The first statement on the defence that I should like to refer to is, that this
user was experimental and not practical. 'I'he authority of Fearson v. Loe was
referred to-a case reported in 9, Chancery Division-to justify the assertion
that that which is really an experimental user is not an infringement of the
patent, nor within the mischief contemplated by the Statute of Monopolies,

10 because if a person takes a patented article for the purpose of seeing whether he
can improve upon that patented article, not practically using the patented
article, but testing and trying from that patented article whether he can invent
a better thing for the public, he cannot tell that, without having the thing
before him which he can take to pieces and have before him for the purpose.

15 It would be a very unwise thing to say that such a user as that would be
within the meaning of the patent law, or entitle the patentee to an injunction.
For instance, .supposing an alleged infringement of a patent balance movement
of a chronometer. Supposing a man said that the compensating balance
movement of a chronometer could be better done by using a new metallic sub-

20 stance such as aluminium, a new metal as was supposed, instead of the combina
tion of ordinary metallic substances, and that by that means you could get a
truer balance of expansion and contraction, if a person took the patented
chronometer to pieces for that purpose, so as to get a more exact compensating
result, that would be a perfectly legitimate user, and to restrain that would, I

25 think, be wrong. But when you come to a user such as this, it seems to me to fall
far more within the class of cases of which the United Telephone Company v,
Sharples is the test. 'I'hat was a very carefully-considered judgment of
Mr. Justice Kay, who was speaking there of a user for the purpose of experi
ment. He goes through the whole history of what was done at the lecture to

30 show that, although that particular thing was used at the lecture, it was never
theless not experimental in the sense of the use made of that word by the Master
of the Rolls in Fearson v. Loe, and that it was a user. If you take that case as a
type, you have here clearly the use of something which was patented by the
Plaintiff, and you have that user continuing for many months applied to such a

35 thing as a furnace which is burning probably day and night, at all events very
constantly, the user was so continuous that the things were burnt out and went
to scrap or waste iron. You have that user operating to this extent-that it
must have reduced the necessity for hand-firing or other mechanical.means of
keeping coal up in the furnace according to the requirements of the Defendants

40 in the working of their business. I think, therefore, that user has been proved.
The next step in the case was that there was ignorance in the user. No doubt,
in the Statement of Defence that is raised as one of the grounds of defence; but
I am bound to say that that appears to me to be a useless contest to raise. If a
person uses a patented invention it is, in my judgment, no defence to say that

45 he was ignorant that such user was wrong. That, then, falls to the ground.
Then comes the further question: was there or- was there not actually an

infringement here? It is not disputed that the Plaintiff's patent is good, and
the question of infringement, I think, has been proved. I cannot help
remembering from the lengthy trial before me the exact nature of the patented

50 arrangement of the Plaintiff; and I have it sufficiently in my memory to
recollect what was the nature of the allegation of the Defendant, Mr. Bennis,
that his arrangement was not an infringement. I am clear, from the model
which was produced, and which was caref'ully explained by Mr. Hopkinson, one
of the witnesses, by another witness }\tIl". Dauies, very shortly but quite sufficiently,

55 and by the practical man Mr. Jones, who said that he was at that time working at
Spencer's, and that these things were in fact made according to that model, and
from Mr. Hopkinson'« evidence that that model was a colourahle imitation of
the Plaintiff's-I think that infringement has been brought clearly and
absolutely home, and that there is infringement of the Plaintiff's particular
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patent by the four machines which were supplied by Mr. Bennis through the
medium of Messrs. Spencer to Messrs. Bayley in the month of August 1882. We
have it thus far clear in my judgment-that the Plaintiff's is a good patent; that
the Defendant Bennis did by these particular machines infringe the Plaintiff's
patent; that he did supply to the Defendants, and that the Defendants did 5
obtain four such infringing machines, being double machines, and that the
Defendants did, not experimentally, but in a practical sense use for a certain
number of months, which we may call at least seven, those four machines in his
works for the purpose of his business, and not for the purpose of making any
experiment. 10

That being so, then comes the question: What is the Plaintiff's right in
respect of what the Defendants have done? The Plaintiff establishes against
Mr. Bennis the particular machine, and establishes his patent rights against
Bennis. Bennis supplies to the Defendants four of these infringing machines.
The Defendants use them; but, as has been alleged and clearly proved, in the 15
month of March to April 188;3, according to Mr. Burom on the 17th of March
1883, one of these things becomes useless, worn out and, as he says, falls into the
furnace-really collapses, and the other three prior to the Uth April or on the
9th April 1883, were also absolutely worn out and completely done; they were
never used or capable of being used after that date; and therefore, in the month of 20
April 1883 we may put it that these machines had absolutely ceased to be used,
were incapable of being used, and, in fact, were nothing more than scrap iron
which remained upon the premises; and we have it further from the cor
respondence which has been admitted, that there were various applications
made by Messrs. Bayley to Mr. Bennis to remove and get rid of these things, 25
which were an incubus and in the way of the Defendants, who wanted to get
them out of the way.

In the month of January or February 1885, after constant applications had
been made to have them taken away, they were removed by Messrs. Spencer, or
by men belonging to Messrs. Spencer, and from that moment they passed away 30
from the Defendants. Of course these broken-down machines or scrap iron had
been in their custody up to that time, but from that date they were gone and
absolutely passed away from the Defendants.

In those circumstances the result of Mr. Proctor's former application to the
Court was that he established his patent right, by my decision in the month of 35
January or February, and by the decision of the Court of Appeal in the month
of August 1887. After my decision, and before the decision of the Court of
Appeal, there had been certain correspondence passing in respect of these par
ticular things which had been used by Messrs. Bayley; and the first part of that
correspondence begins with the letter of the 2nd March 1887, in which Mr. Blair 40
says that he is instructed to act for Mr. Proctor, and to apply to them, Messrs.
Bayley, with reference to the infringement by these stokers. His information
rests upon a circular of Mr. Bennis, and he says that further proceedings will
be taken if the machines are used. In reply to that, Messrs. Bayley, the Defen
dants, send a memorandum :-"Your· circular to hand. You can satisfy your- 45
" self at any time, by calling at the above address,that we are neither using
" Proctor's nor Bennis's stokers, and have no intention of so doing." That is
their letter which says that they" are" using neither Proctor's nor Bennis's,
and that letter is certainly entirely in accordance with the truth. At that time,
according to the evidence of the witness Byrom, they had returned to hand firing; 50
there was no user at all of Proctor's, Bennis's, or anybody else's stoker. Then
comes the judgment of the Court of Appeal. That judgment apparently is
turned into a sort of circular letter, stating the facts; and that circular is sent
in the month of August 1887 to Messrs. Bayley, the Defendants. They reply
on the 12th August 1887 :-" In reply to your circular we beg to say we have 55
" no stokers. Mr. Bennis put four on our boilers on trial; but after a short time
" had to take them off as they were not satisfactory." That is answered by another
letter by Mr. Proctor himself, saying that the user is the groundwork of his
claim, and he refers to a slip enclosed, on which he says that certain parties who
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have used the stokers have paid him a .certain sum per machine by way of
royalty. That is replied to on the 18th August by Messrs. Bayley, who say :
" We neither purchased nor ordered the machines of Bennis, who put them up
" on his own responsibility, and instead of being a source of profit to us, they

5 "were a source of loss." They do not say that they did not use, but they say
that if they did use, it was a source of loss and not of benefit. There were
other letters, but the most important letter is the one from Mr. Blair, of the
20th September 1887, written to Messrs. Hall, Son, and Lord, who were then
the solicitors for the Defendants, Messrs. Bayley, in which it is stated :-" I am not

10 "aw3.re for the moment what the nature of the correspondence has been between
" my client and yours. I may say that if your clients have used infringing
" machines they will have to pay royalty. The Court of Appeal has given a
" unanimous decision in favour of my client, both against manufacturers and users
" of Bennie'» machines." Hall, Son, and Lord 'write in reply to that: "We can

15 "only repeat what has been told to your client, namely, that our clients have
" not used and are not using any machines infringing your Letters Patent."
Then certain further correspondence passes on the subject. There was one
letter relied on particularly of the 3rd January, where Mr. Blair referred to
litigation against users and infringers which had been ended by the payment of

20 costs. Then Hall, Son, and Lord say :-"You may take what course you like;
" we will accept service of proceedings." Under these circumstances the most
important letter is this :-" Our clients" [that is Bayley and Son] "have not used
" and are not using." The latter portion of the letter is perfectly true; I think
they were not using. But upon the question whether the first part is accurate,

25 they should not have said that they had not used; but probably it may have
meant this :-" Having regard to our former correspondence, we assert that Mr.
" Bennis having put the things on at his own risk-no cure no pay-we allowed
" him to use our machines for the purpose of testing whether his stokers would
" or would not be good." That may be the construction that I understand both

30 Mr. Rotch and Mr. Staffurth would put upon that letter. But I think that can
hardly be treated as correct, because the user was clear. He put them there.
At what cost or how they were to be paid for might remain in abeyance, but
the user was clear for the seven months which I have already referred to.

Upon that the Plaintiff brings this action, and he alleges il{ the first paragraph
35 of the Statement of Claim that which I have already referred to: that the

Defendants have infringed by the pnrchase and use of apparatus constructed in
infringement of his patent, and then that by reason of such infringement
the Plaintiff has suffered loss. Then comes a claim for an injunction against
the Defendants, and an order for the delivery up, and so on. Now to that the

40 Defendants have put in a Statement of Defence, and to the Defendants by their
Counsel I give credit for having put the defence in the way in which they
intended to rely upon it, and to bring the case before the Court. The first and
main part of the defence is that in paragraph 2. The Defendants deny that they
have purchased or used. I think they are right in denying that they purchased,

45 but wrong in saying that they have not used. "The Defendant denies that he
" has used apparatus constructed or made in accordance with, or only colourably
" differing from, the Specification of the Plaintiff, or otherwise infringing the
" Letters Patent." Therefore there are two distinct denials in that part of the
Statement of Defence-denial of user, and allegation of no infringement. That

50 is a serious attack upon the Plaintiff's right. His legal right is established, and,
in my judgment, he has in this action established that the things supplied
namely, these four stokers-were an infringement of his patent rights, and he
has established, in my judgment, the user thereof for practical purposes by
Bayley and Son, such user, as I have already said, not being experimental.

55 Then there is a distinct challenge in this defence of the Plaintiff's right. There
is a challenge that the user of that which had been there for seven months was
not a user, and that there was no infringement.

'I'hen in what position does the Plaintiff stand? His whole patent is attacked
by that, Ltjs said tnat this was no infringement, but I think that his legal
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rig-ht would be most seriously damaged if it were held that these four stokers,
which were so close to Bennis's that I cannot see any distinction between them
and the one which was held to be an infringement in the other action,-if it
were not to be an infringement, it would go far to say that a great number
of other persons who might have bought machines from Bennis or others were 5
not infringers of the patent. In my judgment, the stokers that Bennis supplied
were clear infringements, and there is here clear user. It is all-important to the
Plaintiff to show that the particular things used were infringements of his, the
Plaintiff's, rights. Then the Statement of Defence goes on to say, in the
alternative, that if they were used they were used in ignorance. In my 10
judgment, that allegation as to ignorance, and as to its being an experimental
user, has not been established. My judgment is that there was a practical user,
not an experimental user, for the seven months already mentioned; so that
third section of the Statement of Defence falls to the ground. Then comes the
fourth paragraph, namely, the allegation that if the Defendants ever used any 15
apparatus constructed or made in accordance with, or only colourably differing
from, the Specification of the Plaintiff, such user had been discontinued long
prior to this action, as the Plaintiff knew, and that the Defendants never
threatened and intended, and did not threaten or intend, to use any apparatus
constructed or made in accordance with, or only colourably differing from, the 20
Specification of the Plaintiff, and that, under the circumstances, the Plaintiff
has no right to relief in the action.

That raises, no doubt, a very important question, namely, that where a
defendant has, as in this case, three to five years ago, infringed the patent rights
of a plaintiff, and says, " I have discontinued that user" and I do not threaten to 25
'10 continue it," has the Plaintiff any right in this Court-and I am obliged
to deal with this Court, of course, as having peculiar jurisdiction-has this
Court any right-it' it due to the Plaintiff to grant an injunction in such a case?

That raises a double point. First, the act is discontinued; secondly, there is
no threat to continue to do it. I think the cases cited and much relied upon 30
both by Mr. Rotch and Mr. Staffurth. are very distinguishable from this
particular case. I think also that from another point of view certain other
cases are distinguishable. It was put by Mr. Maberly in his opening that such
cases as Adair v. Young and Nunn v. D'Albuquerqe show that where a person
is in possession of the thing which is the patented invention you must not 35
assume that he is in possession of it for no purpose at all. As in Adair v, Young,
you must not suppose that the pumps were put on the ship for mere amusement,
but you must suppose that they were put there with the intention of their being
used; therefore there was a right to an injunction to restrain the user. In the
same way, in such cases as Uppman v. Forrester and C001Jer v. Whittinqham, 40
and cases of that class, where you have things in the possession of the Defendant
which are clearly within the patent or within the copyright or trade mark,
as the case may be, there it is right to give an injunction to restrain the
use of those things, and to restrain infringement by means of such user. But
in this case, the things being no longer there, and having been removed ever 45
since the year 1885, and having been disused since 1883, has the Plaintiff
any right to come now for an injunction, when there is no threat to continue
the use of the things that were wrongly used in the first instance? It
appears to me after careful consideration of the point, which is one that is,
perhaps, not exactly or very definitely clear upon the authorities, that the 50
Plaintiff has a right to come for that injunction, and that he has a right to say :-
" You (the Defendants) have clearly on your own admission-s-for it must be
" taken now to be practically admitted-used that which was an infringement
" of my patent, and you have used it in such away that I have established you
" to be infringers of my patent right; and you having done fSO once, although 55
" there is now no specific thing upon your premises-in this case an automatic
" stoker-which ~TOUnow can use is not your allegation that you never have used
" it, and your allegation that you 'never have infringed such an assertion of right
" on your part as entitles me (the Plaintiff) to saJ'~ I must have that user restrained,
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" because you have used it, JOu have infringed my right, and you say you have
" neither used it nor infringed the right? I say I am entitled to have my legal
" title made clear." I think, looking at the decision in Millington v, Fox, which
went a long way, and at the decision in Geary v. Norton, and seeing that the

5 right of the Plaintiff is challenged, not only by the letters, but by the pleadings
in the action, challenged to the extent of saying that there has been no user,
that there has been no infringement, the Plaintiff is entitled to say that there
has been user, that there has been infringement, and that he is entitled to have
an injunction to restrain such future user, although the Defendants do not

10 threaten and do not intend future user; and that having once found the
Defendants to have been infringers he is not bound to rely upon their assertion or
their undertaking, but that he is entitled to an injunction which will restrain
the Defendants from the user of the particular patented article which has been
infringed; and that therefore the Plaintiff is entitled to that relief which he

15 claims; and that there must be an injunction to restrain the Defendants, as asked,
from directly or indirectly infringing the Letters Patent, and an account of
profits, if that be pressed for, or damages. I should have thought that the parties
might have agreed to accept a sum down at once.

20 No such agreement having been arrived at, an inquiry as to damages was
directed, and a certificate as to the particular of breaches given.

IN THE HIGH COURT OF JUSTICE.-OHANCERY DIVISION.

Before MR. JUSTICE KEKEWICH.

December 11th, 12th, and 13th, 1888.

25 AUTOMATIC WEIGHING MACHINE 00. v. KNIGHT.

Patent.-Action for alleged infrinqemerct.s-- Validity of patent.-Alleged
anticipatione-e-Alleqed want of subject matter.e-Pkoplanatoru evidence of e.cperts.

The owners of a patent for improvements in we1:ghing machines which con
sisted substantiatu) in the application of coin-receiuinq mechanisrn to wel:ghing

30 mechanism, brought an action alleging infrinqement, and asking for an ·in
junction. The Defendant denied inf'rinqement and alleged that the patent was
invalid on the ground, inter alia, of 'want of subject matter and anticipation.

Held-(l) that the patentee's claim ioas for a machine, as fully described in
his Specification, having the combination oj 'loel:ghing mechanism. untn coin-

35 receiving mechanism, and for a1~y machine practically the same as that 80

described; (2) that the patent was valid; and (3) that the Defendant's machine
ioas differently constructed, and did not attain the same amount of automatism
and was therefore no infrinqement of the Plaintiff's.

Observations on the undesirability of calling further expert witnesses, where
40 the expert evidence is sz'lnply eicplanatorp, and uihere the first uiitness called has

jully explained all that he was put forioard to explain, and has not been sub
stantially broken down 'in crose-eeamination,

In 1X84, a patent (No. 16,433 of 1884) was granted to Percival Everitt for
" Improvements in Weighing Machines." The Specification stated as follows:-

45 "My invention consists in constructing a new kind of weighing machine in such
" manner that the act of placing a coin or the like in the apparatus will cause
" the weight of the body being weighed to be indicated on a dial or the like, or
" the pulling out of a slide or drawer will deliver a ticket with the said weight
" printed or impressed thereon. In order to carry out my invention, I con-

50 "struct my machine with a platform or other suitable device for receiving the
" body to be weighed, the platform communicating by any known arrangements
"of lever or levers with a counterpoise consisting of weights or springs or

:P 5611. 11

 by guest on M
arch 21, 2016

http://rpc.oxfordjournals.org/
D

ow
nloaded from

 

http://rpc.oxfordjournals.org/



